REMARKS 

RecoiisideratiQn and aflowance of the above-ie&reaced appfication are respectMy 
requested. 

Claims 1-11, 13-15, 17, 19,21 and 22 arepaiding. Claims 1 and 22 have been 
amended. Basis for the amendment to daim 1 can be found in various parts of the 
^edfication, inchidmg at pages 8-9, Table 1 and page 15, lines 9-12. Basis for the 
am^dmenl to claim 22 can be found in various parts of the specification, including at 
page 4, line 17 to page 5, line 2 and pages S-9, Table 1. The specification has been 
amended to clarify the reference to daim 6 of the *620 patent, thereby overcoming the 
objection set forth in the Ofl5ce Action. 

The present invention is directed to a novd computer-in^lemented business 
method of spreading the risk assodated with ownershq> and transfers of ownership of 
intellectual property by insuring the vahie of the intellectual property. Prior fcaown 
insurance for intellectual property generally is intended to cover patcail enforcement fees 
or patent defense fees. In a particularly preferred form of the present invention, the 
intellectual property is vahied in the context of a transaction such as a purchase, sale, or 
loan. Ihis embodiment of the present invention combines (1) a "due diligence" analyas of 
an intellectual property portfofio with (2) an underwriting process supporting an offer to 
insure the value of the intellectual property. 

Claims l-U, 13-15, 17, 19 and 21 are rejected under 35 U.S.C. Sec 101 asbenig 
directed to non-stamtoiy subject matter. The Office Action alleges that these claims (1) 
recite an abstract idea that is not within the technological arts, (2) do not effect or affect 



tedmology, and are not effected by tedmology, and (3) do not produce a concrete and 
tang3)le result. Reconsideration is requeued. 

Claim 1 has been amended to even more clearly indicate that the method of the 
invention provides an ofiEer for financial protection in the fonn of an insurance policy, and 
diat the offer is generated by a computer. The claimed mediod is believed to be within the 
technological aits because (1) it is directed to a conq)uter-generated offer for an insurance 
policy, not to an abstract idea, (2a) it afEects tedmology in that it provides a means of 
spreading the risk of an investment in intellectual property, (2b) it is efiEected by 
technology because it uses computer technology in its practice, and (3) it produces a 
concrete and tangible result, namely, an offer for finangifll protection in the form of an 
insurance policy. For an exan^le of an issued patent widi claims directed to a method of 
providing financial protection in the form of an insurance poHcy, the Examiner's attoition 
is directed to U.S. Patent No. 6,470,321. Recon^deration is requested 

Claims 2-1 U 13-15, 17, 19 and 21 dq)end from claim 1 and are believed to be 
patentable for the same reasons as daim 1. Reconsideration is requested. 

Claim 22 is rejected under 35 U.S.C. Sec 101 as being directed to non-statutory 
subject matter. The Office Action alleges that this daim ( 1 ) recites an abstract idea that is 
not within the technological arts, (2) does not effect or affect tedmology, and is not 
effected by technology, and (3) does not produce a concrete and tangible result. 
Reconsideration is requested. 

Claim 22 has been amended to recite the step of *^en^)loying a data processing 
system to assign a vahie to the patent right The daimed method is bdieved to be 



within the technological arts because (I) it is directed to a method of providing financial 
protection in die fonn of an insurance policy, not to an abstract idea, (2a) it affects 
technology in that it provides a means of ^reading the risk of an investment in inteEectual 
propeity, (2b) it is effected by technology because it uses computer tedmology.in its 
practice, and (3) it produces a concrete and tangle result, namely, financial protection in 
the fiorm of an insurance policy. Reconsideration is requested 

Claims 1-11, 13-15, 17, 19 and21 are rejected under 35 U.S.C. Sec. 112, first 
paragraph, as containing fnibject matter which was not described in the specification in 
sudi a way as to enable one skilled in the art to v^iudl it pertains, or with vMck it is most 
nearly connected, to make and/or use the invention. The Of&ce Action states that Claim 1 
recites determining a value of at least one intellecnial propety asset, but the specification 
does not describe these steps in a sufficiently concrete manner as to enable one skilled in 
the art to ^^ch the application peitains to use the invention. In reponse, the Examiner's 
attention is directed to Example 4, in which a patent application is valued based upon a 
reduced cost of doing business by practicing the technology, and a greater market diare 
resulting from lower costs, resulting in an increase in gross profit. Furthermore, as 
indicated at page 12, line 21 to page 13, line 5, other techniques of placing a monetary 
value on the intellectual property assets can be enq)loyed. Dependent claims 2-11, 13-15, 
17, 19 and 21 are believed to be patentable for the same reasons as claim 1. 
Reconsideration is requested. 

Claim 22 is rejected under 35 U.S.C. Sec. 1 12, first paragraph, as containing 
subject matter ^^ch was not described in the specification in such a way as to enable one 



sknied in the art to \^icb it pertains, or with which it is most nearly comieGted, to make 
and/or use the invoition. The Qfi&ce Action states that Claim 22 recites assigning a value 
to a patent li^t and estimating the Kkellhood of an unexpected reduction in vahie of the 
patent rig^, bat that the ^edfication does not describe these steps in a sufiEdently 
concrete manner as to enable one skilled m the art to vMck the application pertains to use 
the invention. In reponse, the Exannner's attention is directed to Exazxqile 4, in which a 
fixture patent is valued based upon a reduced cost of doing business by practicing the 
technology, and a greater maritet share resulting from lower costs* resulting 

TTi an increase 

in gross profit Furthermore, as indicated at page 12, lines 21-30, other tedmiques of 
placing a monetary value on the intellectual property assets using a data processing system 
can be employed. 

In view of the above, it is believed that this application is in condition for 
allowance, and sudi a Notice is respectfully sofidted, 

Respectfiilly submitted, 
William M, Risen, et aL 
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APPENDIX 1 - MARKED UP PAGES OF SPECIHCATION, AND 
SET OF CLAIMS SHOWTNG REVISIONS TO CLAIMS 1 AND 22 



What is daixned is: 



1. A method of prgvidbg an offer for financial protection , in the form of an 
insurance policy, against an ttnexpected diange in vahie of an intellectual property asset, 
conip nsnig . 

(a) , obtaining a descrqition of at least one intellectual property asset of a first 

party; 

(b) . determining a value of said at least one intellectual property asset; 

(c) . determining a cost of providing con^)ensation for an unexpected dbange in 
value of said at least one intellectual property asset; and 

(d) . computer" generating an offer [offering] to provide compensation for at least a 
portion of any unexpected diange in value of said at least one intellectual property asset to 
a person witli an interest in the first party. 

2. A method according to claim 1, further conq)rising: 

(e) obtaining a first fee in exchange for o&ring to provide compaisation. 

3. A method according to claim 1, v^erein step (d) includes providing an 
evaluation of said at least one intellectual property asset. 

4. A method according to claim 2, v^erein step (d) includes providing an 
evaluation of said at least one intellectual property asset. 

5. A method according to claim 1 , wherein steps (a) - (d) are executed by, or on 
behalf oj^ an offeror, fiirther con^>rising: 

(f) accepting the offer to provide con^^sation, 

step (f) being executed by said person with an interest in the first party. 

6. A method according to claim 5, >\iiereia step (f) indudes paying a second fee to 
the of^or. 



7. A method according to claim 2, u^erein steps (a) - (e) are executed by, or on 
behalf of, an offeror, further con^rismg: 

(f) accepting the offer to provide compensation, 
step (f) being executed by said person with an interest in the first party. 

8. A method according to claim 7, lA^erem st^ (f) includes paying a second fee to 
theofi^or. 

9. A method according to claim 1, wherein said value inchides at least one future 
value of said at least one intellectual property asset, and said une?q)ected change in vahie is 
detenmned at the time for v/tich. said at least one future value was detmnined. 

10. A method according to claim 9, wherein said vahie further includes a current 
vahie of said at least one intellectual property asset. 

1 L A method according to claim 1 , wherein said intellectual property asset 
inchides at least one member selected from the grotq> con^stmg of patent rights, patent 
qipHcation rights, trademark rights, service mark rights, copyright ri^ts, trade secret 
rigjits and trade dress rights. 

13. A method according to claim 1, wherein said person with an interest in the 
first party inchides at least one member selected firom the group consisting of an officer of 
the first party, a director of the first party, a prospective purchaser of said at least one 
intellectual property asset, an officer of the protective purchaser, and a director of the 
prospective purchaser. 

14. A method according to claim 1, herein said person with an interest in the 
first party inchides at least one member seleaed firom the group consisting of a 
protective purdiaser of said at least one intellectual property asset, an officer of the 
prospective purchaser, and a director of the prospective purchaser. 



15. A method according to claim 1, \iiierein said une>q)ected change in value is 
based open a Legal detenoination of at least one of invalidity and imenforceabiHty of said 
at least one intdlectual property asset. 

17. A mediod according to claim 1, wherein step (b) inchides analyzing the 
validity of said at least one intellectual property asset. 

1 9, A method according to claim 1, wherein said at least one intellectual propeity 
asset inchides at least one patent light.. 

21 . A method according to claim 1, wherein the ofiEer to provide con:q>en5atk>n is 
made to said party with an interest in the first party in connection with transfer of 
ownership of said at least one intellectual property asset to a second party. 

22. A method of providing financial i>rotection. in the form of an insurance 
PO^cv- [insuring] against [a risk of] an mie>q>ected reduction in vahie of a patent right, 
con^rising: 

(a) , employing a data processinp system to assign [assigning] a vahxe to the patCTt 
right wliile the patent right is owned by a first party; 

(b) . estimating the Hkehhood of an une}q>ected reduction in vahie of the patent 
light; and 

(c) . agreeing to provide compensation to a person with an interest in the first party 
fi:>r at least a portion of any unejqieaed reduction in vahie of the patent rigiht during a 
particular period of time after receqyt of an insurance premium, the insur^ce premium 
being paid in connection with a transfer of ownership of the patent right. 



